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DETAILED ACTION 

Election/Restrictions 
Applicant's election without traverse of species 1 in the reply filed on 
9/19/2005 is acknowledged. Applicant cancelled all claims to the non-elected 
species. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12-15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 12 recites the limitation "the cylinder" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. In particular, it should be noted 
that no cylinder has been set forth and the recitation sets forth that the elongated 
longitudinal element is merely "substantially a cylinder". Accordingly, it is 
suggested that all recitations of "the cylinder" be changed to -the elongated 
longitudinal element-. 

Claim 12 recites the limitation "both of the opposed directions" in line 12. 
It is unclear which directions applicant intends as there are infinite numbers of 
opposed directions. Accordingly, it is suggested that "both of the" be changed to 
-radially-. 
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Claim 12 recites the limitation "longitudinal axis are projected in any 
direction perpendicular to the longitudinal axis" (line 10). It is unclear what is 
meant by applicant as it seems contradictory that the longitudinal axis projects in 
a direction perpendicular to itself. 

Claim 15 recites the limitation "a prior art steel T-post H in line 2. It is 
unclear what is meant by this limitation, as what constitutes a "prior art' T-post is 
undefined. It would appear that "prior art" should be deleted. 

With respect to claims 12 and 14, the parenthetical recitations in claims 
are improper. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 
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Claim 12 is rejected under 35 U.S.C. 102(b) as being unpatentable over 
MontGuide. 

Regarding claim 12, MontGuide discloses a T-post extender (Figure 2) 
comprising an elongated longitudinal element (3/8 inch rebar or fiberglass rod) 
having a longitudinal axis and a exterior surface that is substantially a cylinder, 
the longitudinal axis defined as the locus of points that are centroids of all cross 
sections of the cylinder, the cylinder having maximum extent in any direction 
perpendicular to the longitudinal axis of about 1/2 inch (3/8 is about V* inch), the 
longitudinal element able to withstand bending moments in any direction 
perpendicular to the longitudinal axis of at least 200 pound-inch (applicant's 
disclosure asserts this for 3/8 inch rebar); a stop element surrounding the 
longitudinal element (the insulators attaching the rod to the T-post), the stop 
element in a selected position along the longitudinal axis, the selected position 
being relative to the longitudinal element, the stop element having maximum 
extent in the longitudinal axial direction of less than about 2 inch (it appears that 
this is likely the case from the scale of Figure 2), and, when the stop element and 
longitudinal axis are projected in any direction perpendicular to the longitudinal 
axis, the stop element has at substantially a first end of its extent in the 
longitudinal axial direction a projected profile that extends at least 1/2 inch in 
both of the opposed directions measured perpendicularly from the projected 
longitudinal axis (5/16 inch beyond the outer surface of the rod - it appears the 
insulator may extend this far in any two directions) and an attachment means for 
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fixing the stop element to the longitudinal element at the selected position (the fit 
between the rod and insulator causes friction). 

It is not specifically disclosed in the MontGuide reference whether the stop 
element has a maximum extent in the longitudinal direction of less than about 2 
inches, and whether the projected profile extends at least V2 inch measured 
perpendicularly from the projected longitudinal axis (5/16 inch beyond the outer 
surface of the rod). However it has generally been recognized that the 
optimization of dimensions and proportions in a prior art device is an engineering 
design consideration within the skill of the art. In re Rose , 220 F.2d 459, 105 
USPQ 237 (CCPA 1955), In re Reese , 290 F.2d 839, 129 USPQ 402 (CCPA 
1961). Therefore, it would have been obvious to one with ordinary skill in the art 
at the time the invention was made to optimize the insulator so that the stop 
element has a maximum extent in the longitudinal direction of less than about 2 
inches, and the projected profile extends at least V2 inch measured 
perpendicularly from the projected longitudinal axis to enhance the strength of 
the insulator as such practice is a design consideration within the skill of the art. 

Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over MontGuide as set forth in claim 12, above, and further in view 
of SARE. 

Regarding claim 13, MontGuide discloses a T-post extender wherein the 
longitudinal element is a length of steel rebar, but fails to disclose the use of a 
flat washer as the stop element. 
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SARE teaches the use of a washer welded to a length of rebar as a stop 
element (page 17 "Control" second paragraph), to reduce cost. Accordingly, it 
would have been obvious to one skilled in the fence post art at the time of 
applicant's invention to modify the arrangement of MontGuide to use a washer 
welded to a length of rebar as a stop element as taught by SARE to reduce cost. 

Regarding claim 14, MontGuide in view of SARE discloses a T-post 
extender wherein the longitudinal element is a length of steel rebar and the stop 
element is a washer, but fails to disclose that the rebar is 1/2 inch diameter and 
that the washer is a V* inch washer. 

However, a change in the size of a prior art device is a design 
consideration within the skill of the art. In re Rose , 220 F.2d 459, 105 USPQ 237 
(CCPA 1955). It would have been a simple matter of engineering design choice 
at the time of applicant's invention, to choose Vfc inch diameter rebar for its 
increased strength and it would have also been obvious to choose a washer with 
a V2 diameter hole, to allow it to fit onto the rebar, and it is capable of attachment 
by welding. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
MontGuide as set forth in claim 12, above, and further in view of Talt. 

Regarding claim 11, MontGuide discloses a high fence support comprising 
a T-post extender in combination with a steel post having substantially a T- 
shaped cross section, and positioned vertically relative to the T-post in its 
downward direction by gravity and by the stop element of the T-post extender 



Application/Control Number: 10/789,202 Page 7 

Art Unit: 3679 

and that the T-post extender is disposed adjacent the T-post at its upper end, but 
fails to disclose the use of wire ties to capture the T-post extender laterally. 

Talt teaches the use of wire ties to fix the T-post extender to a T-post due 
to the ease of use and durability. Accordingly, it would have been obvious to one 
of ordinary skill in the fence post art at the time of applicant's invention, to modify 
the arrangement of MontGuide to use wire ties to secure the T-post extender to 
the T-post as taught by Talt for the purpose of ease of use and durability. 



Response to Arguments 

Applicant's arguments filed 12/6/2006 have been fully considered but they 
are not persuasive. 

Applicant's arguments fail to comply with 37 CFR 1.11 1(b) because they 
amount to a general allegation that the claims define a patentable invention 
without specifically pointing out how the language of the claims patentably 
distinguishes them from the references. 

The arguments concerning the rejections of the claims based on the prior 
art points out supposed differences between the applicant's invention and the 
prior art, but applicant did not include any of these differences in the new claims. 
Accordingly, these remarks are not commensurate with the scope of the claims 
and have not been considered further. 

The proper standard for determining obviousness under Section 103 in a 
combination rejection is what the combination of reference teachings taken 
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collectively would have fairly suggested to one of ordinary skill in the art at the 
time of applicant's invention. 



Conclusion 

Applicant's amendment (cancellation of the original claims and the 
addition of new claims 12-15 which include limitations defining the longitudinal 
axis (claim 12 line 3), and further defining how the stop element is to be 
measured (claim 12 line 10)) necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Daniel J. Mills whose telephone number is 
571-272-81 15. The examiner can normally be reached on M-F 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Daniel P. Stodola can be reached on 571-272-7087. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



DJM 

2/16/2006 




